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DETAILED ACTION 

Acknowledgement of Receipt 

Applicant's response filed on 02/29/2008 in response to the Office Action mailed 
on 11/30/2007 is acknowledged. 

Status of the Claims 

Claims 1-9 are cancelled, claims 14, 19, and 32-37 are withdrawn, and claim 10 
is currently amended. Therefore, claims 10-13, 15-18, and 20-31 are currently pending 
examination for patentability. 

Rejections and/or objections not reiterated from the previous Office Action are 
hereby withdrawn. The following rejections and/or objections are either reiterated or 
newly applied. They constitute the complete set of rejections and/or objections 
presently being applied to the instant application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 10-13, 15-18, and 20-31 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 10 provides for the use of a composition as a slimming agent, but, since 
the claim does not set forth any steps involved in the method/process, it is unclear what 
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method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Response to Applicants Arguments 

Applicant argues that the amendment filed with the aforementioned response 
overcomes the rejection on the grounds of indefiniteness. Applicant's arguments have 
been fully considered and found not to be persuasive. 

Applicant claims a method of using a composition without setting forth any active 
step and further without setting forth a clear method since it seems the preamble of the 
claim appears to be incomplete. The amendment "adding a composition having lypolytic 
activity to a formulation containing a cosmetically acceptable medium" and further "that 
reduces triglyceride content in adipocyte cells" makes it unclear if applicant is claiming a 
method of formulating a composition comprising the slimming agent represented by 
formula I or if applicant is claiming a method of reducing triglyceride content in 
adipocyte cells. If it is the latter is also unclear by what means this composition would 
be utilized to achieve the reducing triglyceride content in adipocyte cells effect. For the 
foregoing reasons the rejection of claims 10-13, 15-18, and 20-31 under 35 U.S.C. 112, 
second paragraph, is maintained. 

Claim Rejections - 35 USC § 101 

Claims 10-13, 15-18, and 20-31 are rejected under 35 U.S.C. 101 because the 
claimed recitation of a use, without setting forth any steps involved in the process, 
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results in an improper definition of a process, i.e., results in a claim which is not a 
proper process claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 
USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 
149USPQ 475 (D.D.C. 1966). 

Response to Applicants Arguments 

Applicant argues that the amendment filed with the aforementioned response 
overcomes the rejection on the grounds of indefiniteness. Applicant's arguments have 
been fully considered and found not to be persuasive. 

Applicant claims a method of using a composition without setting forth any active 
step and further without setting forth a clear method since it seems the preamble of the 
claim appears to be incomplete. The amendment "adding a composition having lypolytic 
activity to a formulation containing a cosmetically acceptable medium" and further "that 
reduces triglyceride content in adipocyte cells" makes it unclear if applicant is claiming a 
method of formulating a composition comprising the slimming agent represented by 
formula I or if applicant is claiming a method of reducing triglyceride content in 
adipocyte cells. If it is the latter is also unclear by what means this composition would 
be utilized to achieve the reducing triglyceride content in adipocyte cells effect. For the 
foregoing reasons the rejection of claims 10-13, 15-18, and 20-31 under 35 U.S.C. 101 
is maintained. 

New Grounds of Rejection 
Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 10-13, 15-18, 20-29 and 30 rejected under 35 U.S.C. 102(b) as being 
anticipated by Stoltz (US Patent 6296859 B1, Published 10/02/2001). 

Stotlz teaches, "Synergisitc composition comprising a compound of lipoamino 
acid structure and a water lily extract". (See title). "One subject of the invention is a 
composition characterized in that it comprises as an active principle at least one 
compound of formula (I):" R-CO-(NH-CH(Ri)-CO) m -OH " or its topically acceptable salts, 
in which R represents the characterizing chain of a saturated or unsaturated, linear or 
branched fatty acid containing from 3 to 30 carbon atoms, Ri represents the 
characterizing chain of an amino acid and m is between 1 and 5, and the constituents of 
at least one extract and/or of at least one tincture from plants of the Nympheacea 
family." (See column 2, Lines 11-27). "The compound of formula (I) present in the 
composition which is subject of the present invention can be in free acid form or in 
partially or totally salified form." (See column 2, Lines 40-43). "Ri represents in 
particular the characterizing chain of one of amino acids chosen from glycine, alanine, 
serine, aspartic acid, glutamic acid, valine, threonine, arginine, lysine, proline, leucine, 
phenylalanine, isoleucine, histidine, tyrosine, tryptophan, asparagine, cysteine, cystine, 
methionine, hydroxyproline, hydroxylysine, and ornthine." (See column 3, Lines 12-17). 
"One subject of the invention, is particularly, a cosmetic composition comprising, as 
active principle, from 0.001% to 6% by weight of at least one compound of forumula(l) 
and from 0.0005% to 1 % by weight of constituents of at least one extract (II) and /or of 
at least one tincture from a plant of the Nympheacea family and, if desired, up to 1 % of 
zinc gluconate." (See column 6, Lines 4-10). "Depending on the use, the composition as 
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described above is used at different concentrations and in formulation which is suitable 
for this use; such cosmetic compositions are usually in the form of aqueous solutions, 
dilute alcoholic solutions, or simple or multiple emulsions ..." (See column 5, Lines 32- 
36). In preferred example a slimming gel is formed from a combination of the lipamino 
acid, water lily extract, a thickner, ethanol, methanol, caffeine, extract of butchers 
broom, extract of ivy, a preserving agent, and water. (See column 16, example 26). For 
the foregoing reasons the instant method is anticipated. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AN Soroush whose telephone number is (571) 272-9925. 
The examiner can normally be reached on Monday through Thursday 8:30am to 
5:00pm E.S.T. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Johann Richter can be reached on (571) 272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
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Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AN Soroush 
Patent Examiner 
Art Unit: 1616 



/Mina Haghighatian/ 
Primary Examiner 
Art Unit 1616 



